
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/805,952 



03/22/2004 



Daniel P. Lawrence 



27572 7590 11/22/2004 

HARNESS, DICKEY & PIERCE, P.L.C. 
P.O. BOX 828 

BLOOMFIELD HILLS, MI 48303 



589800 194DVB 



9890 



EXAMINER 



TALBOT, BRIAN K 



ART UNIT 



PAPER NUMBER 



1762 

DATE MAILED: 1 1/22/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

10/805,952 



Examiner 

Brian K Talbot 



Applicant(s) 



LAWRENCE ETAL 



Art Unit 

1762 



Period for Rep^^ ° ATE °* ^ communication a PP & ^s on the cover sheet with the correspondence address ~ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. " { * 

■ ■ H— ■ mav ,rep, y b eti m e, yfi ,ed 

" v no r n it r , epl | ySPeC ^ iS T th8n thirty (30) dayS ' a rep,y Withln the statutor y minimum of thirty (30) days will be considered timely 

Status 

1)13 Responsive to communication(s) filed on 25 June 2004 . 
2a)D This action is FINAL. 2b)l3 This action is non-final. 
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Art Unit: 1762 

1 . This application is a divisional of United States Patent Application No . 1 0/075,777 filed 
on February 14, 2002. Claims 1-7 remain in the application. 



Claim Rejections - 35 USC §102 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

Claim 1 is rejected under 35 U.S.C. 102(e) as being clearly anticipated by Morizumi et al. 
(6,459,588). 

Morizumi et al. (6,459,588) teaches a non-contact IC Card and Fabrication method 
thereof Looking at Fig, 1, an antenna circuit (13) formed by printing on a substrate (1 1). The 
antenna (13) can be formed by any conventional printing means such as gravure. The printing 
ink comprises silver particles in a thermosetting resin or binder. Carbon and copper particles and 
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combinations thereof can be used in the ink. The resin binder includes a styrene/malei 
copolymer resin (col. 4, lines 8-50). 



Claim Rejections - 35 USC §103 



3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill m the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 2-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kirkham 
(2002/0067267) in combination with Morizumi et al. (6,459,588). 

Kirkham (2002/0067267) teaches a package identification system whereby a package is 
assembled with a RFID tag. The RFID tag can be located on the edge of the package by 
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printing. The RFID tag can also be placed on the interior surface or exterior surface of the 
package [0039]. 

Kirkham (2002/0067267) fails to teach printing the RFID by gravure printing and well as 
the compositional make-up of the RFID tag. 

Features described above concerning Morizumi et al. (6,459,588) are incorporated here. 

Therefore it would have been obvious for one skilled in the art at the time the invention 
was made to have modified Kirkham (2002/0067267) process by utilizing gravure printing and 
the composition as evidenced by Morizumi et al. (6,459,588) with the expectation of achieving 
similar success. 

With respect to claim 2 reciting printing in an array, it is the Examiner's position that the 
printing "pattern" would be a "design choice" of one skilled in the art and would be deemed as 
an obvious modification of the prior art absent a showing of criticality. 

Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kirkham 
(2002/0067267) in combination with Morizumi et al. (6,459,588) further in combination with in 
combination with Okuda et al. (5,705,098). 

Kirkham (2002/0067267) in combination with Morizumi et al. (6,459,588) fails to teach 
the compositional make-up of the printed RFID. 

Okuda et al. (5,705,098) teaches an ink composition for electroconductive coating that 
includes tin and antimony particles/powders. 

Therefore it would have been obvious for one skilled in the art at the time the invention 
was made to have modified Kirkham (2002/0067267) in combination with Morizumi et al. 
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(6,459,588) process by utilizing the ink composition of Okuda et al. (5,705,098) with the 
expectation of achieving similar success. 



Double Patenting 

4. Claim 1 is provisionally rejected under 35 U.S.C. 101 as claiming the same invention as 
that of claim 1 of copending Application No. 10/805,986. This is a provisional double patenting 
rejection since the conflicting claims have not in fact been patented. 

A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter See Miller v 
Eagle Mfg. Co., 151 US. 186 (1894); In re Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957Y 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 



5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian K Talbot whose telephone number is (571) 272-1428. The 
examiner can normally be reached on Monday-Friday 6AM-3PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shrive P Beck can be reached on (571) 272-1415. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Brian K Talbot 
Primary Examiner 
Art Unit 1762 

BKT 



